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10/683,968 



HART, BURTON L 



Examiner 



Art Unit 



Reginald L. Alexander 
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All participants (applicant, applicant's representative, PTO personnel): 



(1 ) Reginald L Alexander . 



(3). 



(2) Richard Lazarus (Attorney) . 



(4). 



Date of Interview: 21 February 2006 . 

Type: a)D Telephonic b)D Video Conference 

c)S Personal [copy given to: 1 )□ applicant 2)D applicant's representative] 

Exhibit shown or demonstration conducted: d)D Yes e)Kl No. 
If Yes, brief description: . 

Claim(s) discussed: 1-43 . 

Identification of prior art discussed: All references from prior office action . 

Agreement with respect to the claims f)Q was reached, g)^ was not reached. h)Q N/A. 



Substance of Interview including description of the general nature of what was agreed to if an agreement was 
reached, or any other comments: Amended claims 1-24 and 33-43 appear to overcome prior art of record. Attorney 
agreed to cancel claims 25-32 . 

(A fuller description, if necessary, and a copy of the amendments which the examiner agreed would render the claims 
allowable, if available, must be attached. Also, where no copy of the amendments that would render the claims 
allowable is available, a summary thereof must be attached.) 

THE FORMAL WRITTEN REPLY TO THE LAST OFFICE ACTION MUST INCLUDE THE SUBSTANCE OF THE 
INTERVIEW. (See MPEP Section 713.04). If a reply to the last Office action has already been filed, APPLICANT IS 
GIVEN A NON-EXTENDABLE PERIOD OF THE LONGER OF ONE MONTH OR THIRTY DAYS FROM THIS 
INTERVIEW DATE, OR THE MAILING DATE OF THIS INTERVIEW SUMMARY FORM, WHICHEVER IS LATER, TO 
FILE A STATEMENT OF THE SUBSTANCE OF THE INTERVIEW. See Summary of Record of Interview 
requirements on reverse side or on attached sheet. 



Examiner Note: You must sign this form unless it is an 
Attachment to a signed Office action. 
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Summary of Record of Interview Requirements 

Manual of Patent Examining Procedure (MPEP), Section 713.04, Substance of Interview Must be Made of Record 

^plete ^tten sILternent'as to the substance of any face-to-face, video conference, or telephone interview with regard to an application must be made of record »n the 
application whether or not an agreement with the examiner was reached at the interview. 

Title 37 Code of Federal Regulations (CFRj § 1.133 Interviews 
Paragraph (b) 

in every instance where reconsideration is requested in view of an interview with an examiner, a complete written statement of a " " 

wan-anting favorable action must be filed by the applicant An interview does not remove the necessity for reply to Office action as specified in §§ 1.111. 1.135. (35 U.S.C. 132) 

37 CFR §1 .2 Business to be transacted in writing. 
All business with the Patent or Trademark Office should be transacted in writing. The personal attendance of applicants or their attorneys or agents at the Patent and 
TraS of the Patent and Trademark Office will be based exclusively on the written record in the Office. No.attenfcon will be pa:d to 

any alleged oral promise, stipulation, or understanding in relation to which there is disagreement or doubt. 

The action of the Patent and Trademark Office cannot be based exclusively on the written record in the Office if that record is itself 
incomplete through the failure to record the substance of interviews. —li-afifm flip unless 

It is the responsibility of the applicant or the attorney or agent to make the substance of an interview of record in the a PP^«^ 
the examiner indicates he or she will do so. It is the examiner's responsibility to see that such a record is made and to correct matenal ^accuracies 

*** Form for each interview held where a matter of subs^n ce has been *e 

interview by checking the appropriate boxes and filling in the blanks. Discussions regarding only procedural matters, directed solely to «***on 
S^e^ioM interview recordation is otherwise provided for in Section 812.01 of the Manual of Patent Examining i Procedure, or p^tag 
Smarted errors or unreadable script in Office actions or the like, are excluded from the interview recordation procedures below. Where the 
substance of an interview is completely recorded in an Examiners Amendment, no separate ^nterview on me 

The Interview Summary Form shall be given an appropriate Paper No., placed in the nght hand portion of the file, and listed on ittie 
"Contents" section of the file wrapper. In a personal interview, a duplicate of the Form is given to the applicant (or attorney or agent) at the 
conclusion of Te interview in the case of a telephone or video-conference interview, the copy is mailed to the applicant's correspondence address 
^^2fto?ln?nexl official communication. If additional correspondence from the examiner is not likely before an allowance or ,f other 
circumstances dictate, the Form should be mailed promptly after the interview rather than with the next official communication. 

The Form provides for recordation of the following information: 

- Application Number (Series Code and Serial Number) 

- Name of applicant 

- Name of examiner 

- Date of interview 

- Type of interview (telephonic, video-conference, or personal) 

- Name of participant(s) (applicant, attorney or agent, examiner, other PTO personnel, etc.) 

- An indication whether or not an exhibit was shown or a demonstration conducted 

- An identification of the specific prior art discussed 

- An indication whether an agreement was reached and if so, a description of the general nature of the agreement (may ^be by 
attachment of a copy of amendments or claims agreed as being allowable). Note: Agreement as to allowability is tentative and does 
not restrict further action by the examiner to the contrary. 

- The signature of the examiner who conducted the interview (if Form is not an attachment to a signed Office action) 

It is desirable that the examiner orally remind the applicant of his or her obligation to record the substance of ^ e j^^^^ e ' 11 
should be noted, however, that the Interview Summary Form will not normally be considered a complete and proper recordation ^f th e 'nterv.ew 
unless it includes, or is supplemented by the applicant or the examiner to include, all of the applicable .terns required below concerning the 
substance of the interview. 

A complete and proper recordation of the substance of any interview should include at least the following applicable items: 

1 ) A brief description of the nature of any exhibit shown or any demonstration conducted, 

2) an identification of the claims discussed, 

3) an identification of the specific prior art discussed, . 

4) an identification of the principal proposed amendments of a substantive nature discussed, unless these are already desenbed on the 
Interview Summary Form completed by the Examiner, 

51 a brief identification of the general thrust of the principal arguments presented to the examiner, 

5) a b^™^ Qf ^ rguments ne e d not be lengthy or elaborate. A verbatim or highly detailed description of the arguments .s not 

required The identification of the arguments is sufficient if the general nature or thrust of the principal arguments made to ttie 
examiner can be understood in the context of the application file. Of course, the applicant may desire to emphasize and fully 
describe those arguments which he or she feels were or might be persuasive to the examiner.) 
6} a aeneral indication of any other pertinent matters discussed, and 

7) if appropriate, the general results or outcome of the interview unless already described in the Interview Summary Form completed by 
the examiner. 

Examiners are expected to carefully review the applicant's record of the substance of an interview. If the record is not complete and 
accurate, the examiner will give the applicant an extendable one month time period to correct the record. 

Examiner to Check for Accuracy 

If the claims are allowable for other reasons of record, the examiner should send a letter setting forth the examiner's version of the 
statement attributed to him or her. If the record is complete and accurate, the examiner should place the indication, "Interview Record OK on the 
paper recording the substance of the interview along with the date and the examiner's initials. 
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PATENTABILITY 



2173.05(h) 



claim indefinite. The court reversed the examiner's 
rejection and stated that the totality of all the limita- 
tions of the claim and their interaction with each other 
must be considered to ascertain the inventor's contri- 
bution to the art. Upon review of the claim in its 
entirety, the court concluded that the claim at issue 
apprises one of ordinary skill in the art of its scope 
and, therefore, serves the notice function required by 
35 U.S.C. 112, paragraph 2.). 

2173.05(0 Reference to Limitations in An- 
other Claim 

A claim which makes reference to a preceding 
claim to define a limitation is an acceptable claim 
construction which should not necessarily be rejected 
as improper or confusing under 35 U.S.C. 112, second 
paragraph. For example, claims which read: "The 
product produced by the method of claim 1." or "A 
method of producing ethanol comprising contacting 
amylose with the culture of claim 1 under the follow- 
ing conditions " are not indefinite under 35 U.S.C. 

112, second paragraph, merely because of the refer- 
ence to another claim. See also Ex parte Porter, 
IS USPQ2d 1144 (Bd. Pat. App. & Inter. 1992) where 
reference to "the nozzle of claim 7" in a method claim 
was held to comply with 35 U.S.C. 112, second para- 
graph. However, where the format of making refer- 
ence to limitations recited in another claim results in 
confusion, then a rejection would be proper under 
35 U.S.C. 112, second paragraph. 

2173.05(g) Functional Limitations [R-3] 

A functional limitation is an attempt to define 
something by what it does, rather than by what it is 
(e.g., as evidenced by its specific structure or specific 
ingredients). There is nothing inherently wrong with 
defining some part of an invention in functional 
terms. Functional language does not, in and of itself, 
render a claim improper. In re Swinehart, 439 F.2d 
210, 169 USPQ 226 (CCPA 1971). 

A functional limitation must be evaluated and con- 
sidered, just like any other limitation of the claim, for 
what it fairly conveys to a person of ordinary skill in 
the pertinent art in the context in which it is used. A 
functional limitation is often used in association with 
an element, ingredient, or step of a process to define a 
particular capability or purpose that is served by the 
recited element, ingredient or step. >In Innova/Pure 



Water Inc. v. Safari Water Filtration Sys. Inc., 
381F.3d 1111, 1H7-20, 72 USPQ2d 1001, 1006-08 
(Fed. Cir. 2004), the court noted that the claim term 
"operatively connected" is "a general descriptive 
claim term frequently used in patent drafting to reflect 
a functional relationship between claimed compo- 
nents," that is, the term "means the claimed compo- 
nents must be connected in a way to perform a 
designated function." "In the absence of modifiers, 
general descriptive terms are typically construed as 
having their full meaning." Id. at 1 1 1 8, 72 USPQ2d at 
1006. In the patent claim at issue, "subject to any 
clear and unmistakable disavowal of claim scope, the 
term 'operatively connected' takes the full breath of 
its ordinary meaning, i.e., 'said tube [is] operatively 
connected to said cap' when the tube and cap are 
arranged in a manner capable of performing the func- 
tion of filtering." Id. at 1120, 72 USPQ2d at 1008.< 

Whether or not the functional limitation complies 
with 35 U.S.C. 112, second paragraph, is a different 
issue from whether the limitation is properly sup- 
ported under 35 U.S.C. 112, first paragraph, or is dis- 
tinguished over the prior art. A few examples are set 
forth below to illustrate situations where the issue of 
whether a functional limitation complies with 
35 U.S.C. 112, second paragraph, was considered. 

It was held that the limitation used to define a radi- 
cal on a chemical compound as "incapable of forming 
a dye with said oxidizing developing agent" although 
functional, was perfectly acceptable because it set 
definite boundaries on the patent protection sought. In 
re Barr, 444 F.2d 588, 170 USPQ 33 (CCPA 1971). 

In a claim that was directed to a kit of component 
parts capable of being assembled, the Court held that 
limitations such as "members adapted to be posi- 
tioned" and "portions . . . being resiliently dilatable 
whereby said housing may be slidably positioned" 
serve to precisely define present structural attributes 
of interrelated component parts of the claimed assem- 
bly. In re Venezia, 530 F.2d 956, 189 USPQ 149 
(CCPA 1976). 

2173.05(h) Alternative Limitations 

L MARKUSH GROUPS 

Alternative expressions are permitted if they 
present no uncertainty or ambiguity with respect to 
the question of scope or clarity of the claims. One 



2100-221 



Rev. 3, August 2005 



